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RESPONSE TO OFFICE ACTION 

Assistant Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 

Sir: 

In response to the Office Action issued April 14, 2003 in connection with 
the above application, the applicants respectfully traverse the 35 USC 102(e) rejection of 
claims 1, 2, 5, 6, 9, 10, 14 and 15 on the grounds that Jacobson et al., U.S. Patent No. 
6,538,801 (hereinafter simply "Jacobson") is not "a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for 
patent", as required by 35 USC 102(e). 

As a preliminary matter, the applicants note that the statement in 
Paragraph 4 of the Office Action Summary (Form PTO-326) that claims 2-27 are pending 
in this application is erroneous, and that claims 1-27 are pending, as readily appears from 
Paragraphs 6 and 7 of the Summary. 

Furthermore, Paragraph 4 on page 2 of the Office Action states that the 
changes made to 35 USC 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being 
examined was not (1) filed on or after November 29, 2000, or (2) voluntarily published 
under 35 USC 122(b). Accordingly, Paragraph 4 continues, this application is being 
examined under 35 USC 102(e) prior to the amendment by the AIPA. In fact, this 
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application was filed September 13, 2002, as acknowledged on the first page (Form PTO- 
90C) of the Office Action. Accordingly, since this application was filed after November 
29, 2000, it is governed by the post- AIPA version 35 USC 102(e). 

Paragraph 5 of the Office Action rejects claims 1, 2, 5, 6, 9, 10, 14 and 15 
under 35 USC 102(e) as anticipated by Jacobson. Jacobson was filed November 12, 
2001. The present application was filed September 13, 2002, but claims priority from 
Application Serial No. 60/322,370, filed September 14, 200^, prior to the filing date of 
Jacobson (a copy of this earlier application is enclosed for the convenience of the 
Examiner). All the claims rejected under 35 USC 102(e) relate to subject matter of which 
the present inventors were in possession at the time Application Serial No. 60/322,370 



was filed, as shown by the following Table: 



Claim # 


Page/Line of corresponding passage in 
Application Serial No. 60/322,370 


1 


4/20-25 


2 


4/27 


5 


5/17-19, 7/4 and 8, and Figure 2 (integer 
18) 


6 


5/14-17 


9 


9/19-21 


10 


9/22-25 


14 


9/26-28 


15 


10/4-6 



Since the present inventors had therefore invented the invention of claims 



1, 2, 5, 6, 9, 10, 14 and 15 prior to the filing of Jacobson, Jacobson is not available as 
prior art against these claims, and the 35 USC 102(e) rejection should be withdrawn. 

Furthermore, it is respectfully submitted that Jacobson does not disclose a 
process in accordance with any of the instant claims. The applicants do not dispute that 
Figure 3 of Jacobson shows an electro-optic material having first and second display 
states differing in at least one optical characteristic and being capable of being changed 
from its first to its second display state by application of an electric field to the material, 
as required by present claim 1 . However, the relevant claims further require "applying an 
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electrically charged fluid to a portion of at least one surface of the material which, 
having regard to the normal meaning of applying, requires that the charged fluid be 
moved from a position in which it is not contact the surface of the material to one in 
which is in contact with this surface. In Jacobson, the fluid 312 is itself part of the 
electro-optic medium 300 (see column 17, lines 21-36) and hence cannot be "applied" to 
a surface thereof. 

Moreover, there is nothing in Jacobson to indicate that the fluid itself, as 
opposed to the charged electrophoretic particles therein, is electrically charged, and every 
reason to believe that it is not. An electrophoretic medium, such as that in Figure 3 of 
Jacobson, depends upon the movement of charged particles through a fluid medium under 
the influence of an applied electric field. In the medium of Jacobson's Figure 3, the two 
types of particles 1 have charges of the same polarity but differ in electrophoretic mobility 
(see column 17, lines 24-27). If the fluid bore a charge of opposite polarity to that of the 
particles, the charge on the fluid would be expected to neutralize that on the particles, 
thus rendering the medium inoperative, while if the fluid bore a charge of the same 
polarity as the particles, the fluid would experience the same tendency to move under the 

electric field, thus either hindering or even preventing the movement of the particles. 

) 

Thus, there is every reason to believe that the fluid in Figure 3 of Jacobson is uncharged. 

The 35 USC 102(e) rejection of claims 1-4 as anticipated by Katase, U.S. 
Patent No. 6,525,865 B2 is also traversed. More specifically, this rejection is traversed 
on the grounds that Katase does not disclose a process in accordance with any of present 
claims 1-4. 

These claims are directed to a process for addressing (i.e., writing an 
image upon) an electro-optic material by applying an electrically charged fluid to a 
portion of at least one surface of the material, thereby changing the display state of a 
portion of the material. Katase does not describe any such process; rather, Katase 
describes a process for assembling a microcell electrophoretic electro-optic medium, i.e., 
a medium in which electrophoretic particles 3 and a dispersion medium (suspending 
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fluid) 2 are confined within a plurality of small cavities by two substrates 100 and 200 
and a bulkhead 110 (see column 7, lines 7-21). Katase teaches that in such a microcell 
medium, the electrophoretic particles and dispersion medium may be introduced into the 
microcells using an ink jet type printing head to inject droplets of the fluid and particles 
into the microcells (see the Abstract). This injection process does not address the electro- 
optic medium but simply assists in assembling the medium. For the same reasons as 
already discussed with reference to Jacobson, there is nothing in Katase to indicate that 
his suspending fluid, as opposed to his electrophoretic particles, is electrically charged, 
and good reason to believe that it is not. 

The Examiner specifically drew attention to Figures 2 and 28 of Katase. 
Figure 2 does not show any injection process. Figure 28 shows two injection processes, 
namely injection of the dispersion 1 comprising the electrophoretic particles and the 
suspending fluid, to fill the microcells, and injection of a sealer 202e, which forms a cap 
to close the opening in the upper surface of each microcell. The related description at 
column 20, lines 35-53 makes it clear that neither type of injection addresses the electro- 
optic medium, and indeed the electro-optic medium is not available for addressing until 
after both injection steps have been completed and the seals formed on the microcells. 

For the foregoing reasons, the 35 USC 102(e) rejections are unjustified 
and should be withdrawn. 

Reconsideration and allowance of all claims of this application is 
respectfully requested. 

An Information Disclosure Statement comprising two electronic parts and 
one paper part is being filed simultaneously herewith. Since this Information Disclosure 
Statement was not filed prior to issue of the Office Action, the fee prescribed by 37 CFR 
1.1 7(p) is payable for late filing of the Information Disclosure Statement. In accordance 
with the Deputy Commissioner's Notice "Electronic Submission of Information 
Disclosure Statements" dated August 20, 2002, only one fee is payable for all three parts 
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of the Information Disclosure Statement, and this fee is being paid with the first of the 
electronic parts of the Information Disclosure Statement. 



Respectfully submitted 
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Registration No. 29629 
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